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DETAILED ACTION 



Response to Arguments 

1 . Applicant's arguments, see pages 7-23, filed 1 1/23/05, with respect to the rejection(s) of 
claim(s) 1-27 under 35 U.S.C. 102, as being anticipated by Kawakami (U.S. Patent Number 
6,433,884), have been fully considered and are persuasive. Therefore, the rejection has been 
withdrawn. However, upon further consideration, a new ground(s) of rejection is made in view 
of Nozawa (U.S. Patent Number 6,781,709). 



Claim Rejections - 35 USC §101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

3. Claims 11 and 24 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 11 and 24 include functional descriptive material NOT claimed as residing on a 
computer readable medium. MPEP 2106.IV.B. 1(a) (Functional Descriptive Material) states: 



"Data structures not claimed as embodied in a computer-readable medium are descriptive 
material per se and are not statutory because they are not capable of causing functional change in 
the computer." 

"Such claimed data structures do not define any structural or functional interrelationships 
between the data structure and other claimed aspects of the invention which permit the data 
structure's functionality to be realized" 
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In lines 3 and 4 of both claims 1 1 and 24, while defining a program, does not define a 
"computer-readable medium" and is thus non-statutory for that reason. A program can range 
from paper on which the program is written, to a program simply contemplated and memorized 
by a person. The examiner suggests amending the claim to embody the program on "computer- 
readable medium" in order to make the claims statutory. 

"In contrast, a claimed computer-readable medium encoded with the data structure 
defines structural and functional interrelationships between the data structure and the computer 
software and hardware components which permit the data structure's functionality to be realized, 
and is thus statutory." - MPEP 2106.IV.B. 1(a) 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

5. Claims 1-27 are rejected under 35 U.S.C. 102(e) as being anticipated by Nozawa (U.S. 
Patent Number 6,781,709). 

Regarding claim 1, Nozawa discloses a computer implemented method (see Figs. 1-3), 
comprising transmitting a print job to a printer, the printer being responsive to the print job by 
converting the print job into printed media and discharging the printed media into an output tray 
(column 8, line 25-column 9, line 65), and displaying an indicator that indicates the identity of 
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the output tray (see Figs. 3, 18 and 19, column 9, line 66-column 10, line 65, and column 19, 
lines 19-51). 

Regarding claim 2, Nozawa discloses the method discussed above in claim 1, and further 
teaches that the printer includes a plurality of output trays (see Figs. 3, 18 and 19). 

Regarding claim 5, Nozawa discloses the method discussed above in claim 2, and further 
teaches that the indicator further indicates the present capacity of the output tray to receive 
additional media (see Figs. 12, 14, and 19, column 15, line 28-column 16, line 31, and column 19, 
lines 19-51). 

Regarding claim 4, Nozawa discloses the method discussed above in claim 3, and further 
teaches of periodically updating the indicator while the print job is being printed (see Fig. 7, 
column 12, lines 46-column 13, line 34). 

Regarding claim 5, Nozawa discloses the method discussed above in claim 3, and further 
teaches that the indicator includes an image of the output tray with media contained therein (see 
Figs. 18 and 19). 

Regarding claim 6, Nozawa discloses the method discussed above in claim 3, and further 
teaches that the indicator includes an image of the output tray with a stack of media contained 
therein (see Figs. 18 and 19) and the method further comprising, while media is being discharged 
into the output tray, periodically updating the image so as to increase the thickness of the stack 
(see Figs. 18 and 19). 

Regarding claim 7, Nozawa discloses the method discussed above in claim 3, and further 
teaches that the indicator includes an animated image of the printer (see Figs. 3,18 and 19, 
column 9, line 66-column 10, line 65, and column 19, lines 19-51). 
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Regarding claim 8, Nozawa discloses the method discussed above in claim 3, and further 
teaches that the displaying step includes the substeps of displaying an image of the output tray, 
and while the printed media is being discharged in the output tray, displaying an image of media 
moving into the output tray (see Figs. 3,18 and 19, column 9, line 66-column 10, line 65, and 
column 19, lines 19-51). 

Regarding claim 9, Nozawa discloses the method discussed above in claim 3, and further 
teaches that the indicator includes an image and the method further comprising periodically 
determining the present number of media in the output tray, and when the present number is 
within a first pre-determined range, causing the image to be displayed in a first configuration, 
and when the present number is within a second pre-determined range, causing the image to be 
displayed in a second configuration (see Figs. 10, 12, 14, and 19, column 15, line 28-column 16, 
line 31, and column 19, lines 19-51). 

Regarding claim 10, Nozawa discloses the method discussed above in claim 3, and 
further teaches that the indicator includes an image and the method further comprising 
periodically determining the present number of media in the output tray, and when the present 
number is within a first pre-determined range, causing the image to be displayed in a first color, 
and when the present number is within a second pre-determined range, causing the image to be 
displayed in a second color (see Figs.10, 12, 14, and 19, column 15, line 28-column 16, line 31, 
column 17, lines 2-11, and column 19, lines 19-51). 

Regarding claim 11, Nozawa discloses a server (see Figs. 1-3), comprising means for 
receiving a request from a client (column 8, line 3-column 9, line 3), means for responding to the 
request by transmitting a program of computer readable instructions to the client (column 8, line 
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3-column 9, line 3), the program for enabling the client to use a specific printer having a plurality 
of output trays to print a document (column 8, line 25-column 9, line 65), and display an 
indicator that indicates the identity of an output tray from the plurality of output trays that 
receives the document (see Figs. 3,18 and 19, column 9, line 66-column 10, line 65, and column 
19, lines 19-51). 

Regarding claim 12, Nozawa discloses the server discussed above in claim 11, and 
further teaches that the server is the printer (column 8, line 14-column 9, line 48). 

Regarding claim 13, Nozawa discloses the server discussed above in claim 11, and 
further teaches that the indicator includes an image of the printer (see Figs. 3-19). 

Regarding claim 14, Nozawa discloses the server discussed above in claim 11, and 
further teaches that the indicator includes an image of the output tray that is receiving the 
document (see Figs. 18 and 19, column 19, lines 20-51). 

Regarding claim 15, Nozawa discloses the server discussed above in claim 11, and 
further teaches that the client is a personal computer connected to the server over a network 
(column 8, line 14-column 9, line 48). 

Regarding claim 16, Nozawa discloses the server discussed above in claim 11, and 
further teaches that the indicator further indicates the present capacity of the output tray that is 
receiving the document to accept additional media (see Figs. 10, 12, 14, and 19, column 15, line 
28-column 16, line 31, and column 19, lines 19-51). 

Regarding claim 17, Nozawa discloses the server discussed above in claim 11, and 
further teaches that the indicator includes an animated image of the printer (see Fig. 19, and 
column 19, lines 19-51). 
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Regarding claim 18, Nozawa discloses the server discussed above in claim 11, and 
further teaches that the program is Web content (column 7, line 40-colum 9, line 34). 

Regarding claim 19, Nozawa discloses a computer readable medium embodying a 
program of instructions (column 8, line 3-column 9, line 3) for causing a computer to perform 
method steps, the method steps comprising displaying an indicator that identifies an output tray 
in a printer that is presently receiving a particular print job (see Figs. 3, 18 and 19, column 9, line 
66-column 10, line 65, and column 19, lines 19-51). 

Regarding claim 20, Nozawa discloses the computer readable medium discussed above in 
claim 19, and further teaches that the indicator includes an image of the printer with media 
dynamically moving into the output tray (see Figs. 18 and 19, and column 19, lines 19-51). 

Regarding claim 21, Nozawa discloses the computer readable medium discussed above in 
claim 19, and further teaches that the program of instructions is Web content (column 7, line 40- 
colum 9, line 34). 

Regarding claim 22, Nozawa discloses the computer readable medium discussed above in 
claim 19, and further teaches that the method steps further comprising displaying an indicator 
that indicates the present capacity of the output tray to receive additional media (see Figs. 10; 12, 
14, and 19, column 15, line 28-column 16, line 31, and column 19, lines 19-51). 

Regarding claim 23, Nozawa discloses the computer readable medium discussed above in 
claim 19, and further teaches that the indicator includes an animated image of the printer (see 
Figs. 18 and 19, and column 19, lines 19-51). 

Regarding claim 24, Nozawa discloses a printer having a plurality of output trays (see 
Fig. 3), comprising apparatus for responding to a request received from a client by transmitting a 
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program of computer readable instructions to the client (column 8, line 3-column 9, line 3), the 
program for enabling the client to use the printer to print a document (column 8, line 25-column 
9, line 65), and display an indicator that indicates an output tray from the plurality of output trays 
that receives the document (see Figs. 3, 18 and 19, column 9, line 66-column 10, line 65, and 
column 19, lines 19-51). 

Regarding claim 25, Nozawa discloses the printer discussed above in claim 24, and 
further teaches that the indicator includes an image of the printer (see Figs. 10, 12, 14, and 19, 
column 15, line 28-column 16, line 31, and column 19, lines 19-51). 

Regarding claim 26, Nozawa discloses the printer discussed above in claim 24, and 
further teaches that the program is further for enabling the client to inform a user the present 
capacity of the output tray receiving the document (see Figs. 10, 12, 14, and 19, column 15, line 
28-column 16, line 31, and column 19, lines 19-51). 

Regarding claim 27, Nozawa discloses the printer discussed above in claim 24, and 
further teaches that the indicator includes an animated image of the printer (see Figs. 18 and 19, 
and column 19, lines 19-51). 

Citation of Pertinent Prior Art 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: 

Nakahira et ah (U.S. Patent Number 6,546,313) discloses a system that displays an 
image of output trays for a printer. 
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Conclusion 



7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joe Pokrzywa whose telephone number is (571) 272-7410. The 
examiner can normally be reached on Monday-Friday, 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on (571) 272-7402. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Joseph R. Pokrzywa 
Primary Examiner 




